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DETAILED ACTION 

This action is in response to the RCE filed 3/22/2010. Claims 1 ,4,6-22 are 
currently pending. 

Response to Arguments 

Applicant's arguments filed 3/22/2010 have been fully considered but they are 
not persuasive. 

Applicant's arguments that the adhesive layer between the layers (of Fowler, 
where the layers of Miller et al. in the new rejection are similar to those disclosed by 
Fowler) is of a small undetermined thickness and is interrupted (or can be) in certain 
areas and therefore cannot be considered to be the same as the layer of Applicant's 
claimed invention is not persuasive because Miller et al. clearly discloses that it is 
common and known to apply adhesive coatings and layers by many techniques, 
including but not limited to spray foam which, as disclosed by Miller et al. is a very 
precise and accurate method of applying an adhesive. 

Applicant's assertions regarding the indeterminate and inconsistent layer of 
adhesive appear to be mere conjecture unsupported by fact or evidence. This is in 
contrast to the disclosure of Miller et al. where it is explicitly taught that adhesive layers 
can be and are applied in an accurate and precise manner. 

Therefore one of ordinary sill in the art would have readily recognized the 
adhesive intermediate layer of Miller et al, to be the same as or similar to the claimed 
intermediate layer. 

Claim Rejections - 35 USC §112 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1, 17 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims recite a support layer and a layer which 
is connected to the support layer in lines 2-3 and then later recites an intermediate 
layer. It is unclear from the claim whether the layer which is connected to the support 
layer is the same as or different from the intermediate layer. If it is different from the 
intermediate layer then it is unclear how the intermediate layer, which is disposed on the 
support layer and the at least one coating element for connecting the two, works with or 
is arranged with the other layer which is connected to the support layer (i.e. where is the 
layer that is connected with the support layer disposed in relation to the support layer); if 
it is the same as the intermediate layer the claim language should be amended to reflect 
that relationship for clarification. 

Claims 4,6 recite the limitation "the joints". There is insufficient antecedent basis 
for this limitation in the claim. The lack of antecedent basis renders this limitation 
confusing resulting in an incomplete understanding of the invention as claimed. 
Therefore the claims will be examined as best understood, however there is confusion 
and a lack of understanding of the joints and the intermediate layer associated with the 
joint, particularly regarding the width of the bordering as there has been no previously 
claimed joint or joint width to which a comparison of half the dimension can be made. 
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Claims 14, 15 recite the limitation "the layer encompassing the coating element". 
There is insufficient antecedent basis for this limitation in the claim. It is unclear 
whether this limitation refers to the intermediate layer, the layer which is connected to 
the support layer or is a layer separate from the two previously mentioned layers. 

In view of the above, the claims will be examined as best understood. 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,4,6-11,13-17,19-22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Miller et al (20040031226). 

Claims 1 , 4, 6, 1 0,1 6, 1 9-21 . Miller et al discloses a flexible building component 
for forming floor and/or wall coverings comprising a support layer (16) and a layer (the 
adhesive layer of paragraph 0020) which is connected to the support layer, a floor 
and/or wall forming layer made of at least one coating element (1 7-1 9) as well as elastic 
joint devices for connecting (20,22) similar building components and/or edge facing 
elements applied to a floor or a wall, wherein: 

the support layer (16) is connected by means of an intermediate layer (the 
chemical adhesive layer of paragraph 0020) to the at least one coating element (1 7-1 9), 
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wherein the intermediate layer is foamed or sprayed on the support layer and the at 
least one coating element (paragraphs 0032, 0036, 0038 disclose applying the chemical 
adhesive glue by spray foam to provide an precise and accurate dispersion of the glue) 
so as to simultaneously form a bordering integrally connected to the intermediate layer 
and encircling the building component (where the adhesive is also on the coupling parts 
as a preglue, element 24), which bordering is of the same material as the intermediate 
layer (the chemical adhesive as disclosed by Miller et al) wherein the support layer and 
the coating element are positioned at a distance relative (where they are spaced by the 
adhesive layer) to each other.. 

It should be noted that the limitation of "in a molding cavity of a tool" is 
considered a product-by-process limitation. The patentability of the product does not 
depend on its method of production. Determination of patentability is based on the 
product itself. See MPEP 21 13. If the product-by-process claim is the same as or 
obvious from a product of the same prior art, the claim is unpatentable even though the 
prior product was made by a different process. In re Thorpe, 777 F.2d 695, 698, 227 
USPQ 964, 966 (Fed.Cir.1985). 

In the instant case the prior product is not necessarily disclosed as being made 
by the process of being disposed in a tool and spaced by a molding cavity, however the 
prior art product does have a support layer spaced from a coating element by an 
intermediate layer that is spray foamed on. Therefore the prior art product is the same 
as Applicant's claimed invention and the process by which it was made, whether 
different or not, is immaterial to patentability. 
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Claim 7. The building component according to claim 1, wherein the intermediate 
layer is made of an elastic and/or water-resistant material (paragraphs 0040-0048). 

Claim 8. The building component according claim 1 , wherein the support layer is 
made of recycling material (paragraph 0021). 

Claim 9. The building component according to claim 1, wherein the coating 
element is made of ceramic, stoneware, natural stone, glass, plastic, metal and/or wood 
(paragraphs 0022-0024). 

Claim 1 1 . The building component according to at claim 1 , wherein the devices 
for connecting are connector devices (20, 22) for tongue-and-groove joints. 

Claim 13. A building component according to claim 10, wherein engaging 
connector devices are provided (as seen in figures 2-3, particularly at elements 21,23). 

Claim 14 (as best understood). The building component according to claim 11, 
wherein the groove is formed between the support layer and the layer encompassing 
the coating element (as seen in the figures). 

Claim 15 (as best understood). The building component according to claim 10, 
wherein the edges of the support layer and of the layer encompassing the coating 
element are arranged offset relative to each other, parallel to the plane of the support 
layer (as seen in figure 2). 

Claim 17. The building component according to claim 1, wherein the support 
layer has a surface profile (as seen in the figures). 

Claim 22. The building component according to claim 1 , wherein the building 
component is curved as a whole and/or exhibits a curved surface (at 23). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miller et al (20040031226) in view of Miller et al (20030208980). 

Claim 12. Miller et al. ('226) discloses the building component according to claim 
1 1 , where a tongue is formed opposite a groove, however Miller et al ('226) does not 
disclose that a tongue and groove are formed at two sides respectively. Rather Miller et 
al. ('226) discloses that a tongue and groove are formed at one side. 

Miller et al. ('980) discloses a building component having layers and a tongue 
formed opposite a groove, where the groove is at two adjacent perpendicular sides and 
the tongues are opposite the grooves (figurel ). 

At the time the invention was made it would have been obvious to one having 
ordinary skill in the art to modify the component of '226 to have two perpendicular sides 
with a groove and the opposite sides with a tongue to improve the connection between 
adjacent placed building components by having a connection on all sides of the 
component. 

Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Miller et al (20040031226) in view of Milborn (2548036). 
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Claim 1 8. Miller et al. discloses the building component according to claim 1 , but 
does not disclose pipes for a heating and/or cooling, heating conductors and/or sensors 
are embedded in the building component in the support layer. 

Milborn discloses a panel for use in flooring having layers and pipes disposed in 
a support layer for heating a floor made of the panels (see figures; disclosure). 

At the time the invention was made it would have been obvious to one of ordinary 
skill in the art to modify the panel of Miller et al. to have the pipes as disclosed by 
Milborn to incorporate heating/cooling into the building component to provide efficient 
and space-saving thermal elements to a building. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JESSICA LAUX whose telephone number is (571)272- 
8228. The examiner can normally be reached on Monday thru Thursday, 9:00am to 
5:00pm (est). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Chilcot can be reached on 571-272-6777. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Jessica Laux/ 
Examiner, Art Unit 3635 



